TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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! Application for patent filed August 27, 1996. According
to the appellants, the application is a division of
Application No. 08/207,961, filed March 7, 1994, now U. S.
Pat ent No. 5,595, 470.
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DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allowclainms 25 to 30, 32, 33 and 41 to 47, as anended
subsequent to the final rejection. These clains constitute

all of the clainms pending in this application.

W REVERSE
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BACKGROUND

The appel lants' invention relates to a nethod of lifting
a person or passenger. An understanding of the invention can
be derived froma readi ng of exenplary claim?25, which appears

in the appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

OBrien et al. (OBrien) 3, 888, 463 June
10, 1975

Houl e 4,971, 510 Nov. 20,
1990

Clainms 41 to 47 stand rejected under 35 U. S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellants regard as the invention.

Clains 25 to 28, 30, 32 and 33 stand rejected under

35 U.S.C. 8 103 as being unpatentable over O Bri en.
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Claim 29 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over O Brien in view of Houl e.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 18, mmiled July 22, 1998) for the exam ner's conplete
reasoning in support of the rejections, and to the appellants’
brief (Paper No. 15, filed February 2, 1998) for the

appel l ants' argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

The i ndefiniteness rejection
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W will not sustain the rejection of clains 41 to 47

under 35 U. S.C. 8§ 112, second paragraph.

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the | anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |level of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitable | anguage or nodes of expression are avail abl e.
Sone |atitude in the manner of expression and the aptness of

terms is permtted even though the claimlanguage is not as
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preci se as the exam ner mght desire. |If the scope of the

I nvention sought to be patented can be determ ned fromthe

| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U.S.C. § 112, second

par agraph, is inappropriate.

Wth this as background, we turn to the rejection under
35 U.S.C § 112, second paragraph, made by the exam ner of the
clainms on appeal. Specifically, the exam ner stated (answer,
p. 3) that in claimi4l

it is not understood whet her the predeterm ned safety

switch height is the sane in line 16, inline 19 [,] in

line 22 and in line 25; also, inline 18, it is not clear

where the stabilizing armis structurally located re the

lift arm

The appel |l ants argue (brief, pp. 4-6) that those skilled
in the art "can easily understand the scope of Cdaim4l in
light of Applicants' specification" and accordingly claimA4l
"satisfies the requirenments of Section 112, second paragraph.”
Specifically, the appellants assert that those skilled in the

art woul d understand that claim4l is reciting either the lift

armlimt swtch or the stabilizing armlimt switch. The
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appel l ants further assert that the structural |ocation of the
stabilizing armw th respect to the l[ift armis not an

essential limtation.

In response to this argunent of the appellants, the
exam ner stated (answer, p. 4) that the argunent "is not well -
taken since the clainmed subject nmatter, not the specification

is the neasure of the invention."

W agree with the appellants that the scope of claimi4l
woul d be understood by those skilled in that art. |In that
regard, we note that (1) the exam ner has not provided any
expl anation as to why the failure of claim4l to structurally
| ocate the stabilizing armrelative to the lift armis
necessary to understand the scope of claim4l;? and (2) those
skilled in the art would understand that claim41l is reciting
"monitoring the raising the basket step” with either a lift

armlimt swtch or a stabilizing armlimt switch, and

2 W note that breadth of a claimis not to be equated
with indefiniteness. See In re MIller, 441 F.2d 689,, 169
USPQ 597 (CCPA 1971).
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"shutting down the lifter"” when the provided limt swtch
(i.e., the lift armlimt switch or the stabilizing armlimt
switch) detects its respective arm(i.e., the lift armor the

stabilizing arm.

For the reasons stated above, the decision of the
exam ner to reject clains 41 to 47 under 35 U. S.C. § 112,

second paragraph, is reversed.

The obvi ousness rejections
W will not sustain the rejection of clains 25 to 30, 32

and 33 under 35 U.S.C. § 103.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See Inre Fine, 837 F.2d 1071, 1074, 5 USPQd
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1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore, the

conclusion that the claimed subject matter is prina facie

obvi ous nust be supported by evidence, as shown by sone

obj ective teaching in the prior art or by know edge generally
avai l able to one of ordinary skill in the art that would have
| ed that individual to conbine the relevant teachings of the
references to arrive at the clained invention. See Inre
Fine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598 (Fed. G r
1988). Rejections based on 8§ 103 nust rest on a factual basis
with these facts being interpreted w thout hindsight
reconstruction of the invention fromthe prior art. The

exam ner may not, because of doubt that the invention is
patentabl e, resort to specul ati on, unfounded assunption or

hi ndsi ght reconstruction to supply deficiencies in the factua

basis for the rejection. See In re Warner, 379 F.2d 1011,

1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389 U. S

1057 (1968).

Wth this as background, we turn to the exam ner's

rejection of claim25 (the only independent claimrejected
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under 35 U.S.C. 8§ 103). The exam ner determ ned (answer, p.

3) that

O Brien et al disclose a manually operable lift used with
aircraft (colum 1, line 24) and having plural wheels 26,
adjustable Iimt switches (and colum 2, lines 67, 68
etc.) chassis 20, basket 94, etc., paired Iift arns 81
with stabilizing arns 83, energy source 138, energy
converter 136, 122, etc., rear support 24, etc., bearing
assenblies 109, etc., lifting nmeans 85 and comon neans
141-143.

The exam ner then concluded that "[i]t woul d have been obvi ous

to have conventionally shifted the switch to allow the

platformto attain a preset limt, if desired." Thereafter,

t he exam ner determ ned that the subject natter recited in

dependent clainms 26, 28, 29 and 30 woul d have been obvi ous

fromthe applied prior art.

The appellants argue (brief, p. 7) that the step of
"moving the lift wwth the person in the basket into a position
aligned with the structure's opening” as set forth in claim?25

is not taught, suggested or nmade obvious from O Brien
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In response to this argunent of the appellants, the
exam ner stated (answer, pp. 4-5) that the argunent is

not well-taken since the basket (with the person therein)

of OBrien et al. could not clear the fuselage of the

ai rplane without novenent during lifting and alternately,

the basket (wth the person therein) could not be | owered

wi t hout noving the basket away [fron] the fusel age.

W agree with the appellants' argunent that the step of
"moving the lift with the person in the basket into a position
aligned with the structure's opening” as set forth in claim?25
is not taught, suggested or nmade obvious fromOBrien.® 1In
that regard, the examner's position that the lift of O Brien
woul d be noved with a person in the basket (i.e., platform 94)

I s based on specul ati on unsupported by the disclosure of

O Bri en.

Since all the limtations of claim25, and clains 26 to

30, 32 and 33 dependent thereon, are not net from O Brien as

® W& reach no opinion on whether this limtation would

have been obvious to one of ordinary skill in the art at the
tinme the invention was nade fromthe teachi ngs of Houl e (see
especially, colum 3, lines 43-48). Wile Houl e was applied

by the examiner in the rejection of claim?29, it was not
appl i ed by the exam ner as suggesting this limtation of claim
25.
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nodi fied by the examner in the rejections set forth on pages
3-4 of the answer, the decision of the exam ner to reject

clains 25 to 30, 32 and 33 under 35 U. S.C. § 103 is reversed.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clains 41 to 47 under 35 U . S.C. 8§ 112, second paragraph, is
reversed and the decision of the examner to reject clains 25
to 30, 32 and 33 under 35 U.S.C. 8 103 is reversed.

REVERSED

JOHN F. GONZALES
Adm ni strative Patent Judge

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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